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IF IT DOESN'T FIT, KEEP ON TRYING?: THE
COURTS' ATTEMPT TO FIND A PLACE FOR PURE
POLITICAL SPEECH IN THE LANHAM ACT
John Zevitas+

The protections provided by the United States Constitution for political
speech are indicative of the values and principles embraced by Americans.
The right to free speech and expression is deeply embedded in the American
way of life; although many proponents advocate for a strong intellectual
property regime, free-speech exceptions, such as the fair-use doctrine, have
been built into the law to ensure that the right is protected.2 Under the First
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B.A., 2008, American University. The author would like to thank Professor Matthew Laskoski
for his invaluable guidance and recommendations throughout the writing process. The author
would also like to thank his family and friends for all of their support, as well as the Catholic
University Law Review staff members for all of their hard work.
1. See Buckley v. Valeo, 424 U.S. 1, 14 (1976) (per curiam). The Buckley Court
explained:
The First Amendment affords the broadest protection to such political expression in
order "to assure [the] unfettered interchange of ideas for the bringing about of political
and social changes desired by the people." Although First Amendment protections are
not confined to "the exposition of ideas," "there is practically universal agreement that
a major purpose of that Amendment was to protect the free discussion of governmental
affairs . . . ." This no more than reflects our "profound national commitment to the
principle that debate on public issues should be uninhibited, robust, and wide-open."
Id. (alteration in original) (citations omitted). Limitations on the right to free speech, specifically
political speech, would inhibit the democratic government established by the Constitution. See
David A.J. Richards, A New Paradigmfor Free Speech Scholarship, 139 U. PA. L. REV. 271, 275
(1990) (reviewing C.E. BAKER, HUMAN LIBERTY AND FREEDOM OF SPEECH (1989) and K.
GREENAWALT, SPEECH, CRIME, AND THE USES OF LANGUAGE (1989)) ("The limitation of free
speech protection to politics is . . . illegitimate because it allows forms of censorship that deprive
persons of the liberties essential to the moral self-government of a free people."). Even political
speech with which many Americans disagree is protected by the First Amendment. See Texas v.
Johnson, 491 U.S. 397, 414 (1989) ("If there is a bedrock principle underlying the First
Amendment, it is that the government may not prohibit the expression of an idea simply because
society finds the idea itself offensive or disagreeable.").
2. See 15 U.S.C. § 1115(b)(4) (2006) (establishing as a means to combat an infringement
action the defense that the alleged infringement "is a use, otherwise than as a mark . . . of a term
or device which is descriptive of and used fairly and in good faith only to describe the goods or
services of such party, or their geographic origin"). The fair-use defense in trademark law is
intended to "prevent commercial monopolization of language."
Uche U. Ewelukwa,
Comparative TrademarkLaw: Fair Use Defense in the United States and Europe-The Changing
Landscape of Trademark Law, 13 WIDENER L. REV. 97, 129 (2006); see also 17 U.S.C. § 107
(2006) ("The fair use of a copyrighted work, including such use by reproduction in copies or
phonorecords or by any other means specified by that section, for purposes such as criticism,
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Amendment, pure speech is given the greatest level of protection. Pure
speech is the expression of an idea, political or otherwise, through conduct that
"simply and unobtrusively" communicates that idea.4 This guarantees a
political process that allows campaigns and candidates to express their ideas
without the threat of persecution. 5 However, without boundaries or limits,
pure political speech could create problems for trademark owners.6 Like
politicians, businesses work tirelessly to create goodwill for their brands;
trademarks protect these interests and prevent others from free riding.8
Currently, a major debate in the area of trademark law exists as to whether
the Lanham Act can be used to prevent third parties from free ridin on the
trademarks of others when they are engaged in pure political speech. Many
federal courts read the Act to include only commercial speech, but others
interpret the Act's language more broadly to encompass noncommercial
speech, including political speech.' 0 Courts that have read the Act to include
noncommercial speech have employed it to prevent political candidates from
using songs in commercials and at campaign stops. The Act has also been

comment, news reporting, teaching (including multiple copies for classroom use), scholarship, or
research, is not an infringement of copyright.").
3. See Arlington Cnty. Republican Comm. v. Arlington Cnty., 790 F. Supp. 618, 621 (E.D.
Va. 1992) ("[P]ure political speech is entitled to the highest degree of First Amendment
protection."), aff'd in part,rev'd in part,and vacated in part, 983 F.2d 587 (1993).

4. See, e.g., Kucinich v. Forbes, 432 F. Supp. 1101, 1111 (N.D. Ohio 1977).
5. See Monitor Patriot Co. v. Roy, 401 U.S. 265, 272 (1971) ("[I]t can hardly be doubted
that the constitutional guarantee has its fullest and most urgent application precisely to the
conduct of campaigns for political office.").
6. See John D. Shakow, Note, Just Steal It: Political Sloganeering and the Rights of

Trademark Holders, 14 J.L. & POL. 199, 200 (1998) (discussing free riding by politicians as a
problem for commercial trademark owners); Raena L. Smith, Note, Commercial Slogans: The
First Amendment Should Shield Their Use in Campaign Speech, 8 WM. & MARY BILL RTS. J.

241, 242-43 (1999) (addressing the "likelihood of dilution" and "tarnishment" as two problems
facing trademark owners when politicians use their slogans).
7. See Shakow, supra note 6, at 203.
8. Robert G. Bone, Hunting Goodwill: A History of the Concept of Goodwill in Trademark
Law, 86 B.U. L. REV. 547, 550-51 (2006).

9. See infra Part 1.C.
10. See infra Part I.C. Compare Int'l Ass'n of Machinists & Aerospace Workers v. Winship
Green Nursing Ctr., 914 F. Supp. 651, 653-54 (D. Me.) (finding that the Lanham Act regulates
only commercial, not noncommercial, speech (citing L.L. Bean, Inc. v. Drake Publishers, Inc.,
811 F.2d 26, 29 (1st Cir. 1987))), aff'd, 103 F.3d 196 (1st Cir. 1996), with United We Stand Am.,

Inc. v. United We Stand, Am. N.Y., Inc., 128 F.3d 86, 89-90 (2d Cir. 1997) (applying the
Lanham Act to a political organization engaged in political speech that included soliciting
donations and distributing literature on behalf of candidates).
I1.

See, e.g., Browne v. McCain, 612 F. Supp. 2d 1125, 1131-32 (C.D. Cal. 2009) (denying

a defendant's motion to dismiss and finding that a campaign commercial is a type of political
speech subject to the Lanham Act).
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used to prevent a political group from using a trademarked logo in press
releases because the use could cause consumer confusion.1 2
Recently, courts have continued this trend by allowing false-endorsement
claimsl 3 against candidates who use music without the author's permission.14
For example, in Henley v. De Vore, a musician brought suit under the Lanham
Act to enjoin the DeVore campaign from using his song in an Internet
commercial, and the United States District Court for the Central District of
California denied the defendant's motion to dismiss the claim.15
Trademarks play a vital role in the American economy because they protect
both businesses and consumers.16 Congress enacted the Lanham Act in 1946
to protect trademarks,' 7 and it continues to serve that function today.' 8
However, from the beginning, the scope of the Act was limited, and it remains
so today because the Act applies only to commercial speech.' 9 Although the
Lanham Act is not the appropriate vehicle to protect trademarks within
political speech, Congress should enact legislation that does so. This
legislation should be similar to the Lanham Act but also provide an adequate
balance between the protection of trademarks and one's constitutional right to
12. Brach Van Houten Holding, Inc. v. Save Brach's Coal. for Chi., 856 F. Supp. 472, 47577 (N.D. Ill. 1994).
13. See Henley v. DeVore, No. SACV 09-0481-JVS, at *2, *8 (C.D. Cal. July 8, 2009)
(order denying defendants' motion to dismiss), available at http://docs.justia.com/cases/federa/
The courts have extended the
district-courts/california/cacdce/8:2009cv00481/442261/22/.
Lanham Act to include false-endorsement claims in addition to traditional trademark claims. See
Landham v. Lewis Galoob Toys, Inc., 227 F.3d 619, 626-27 (6th Cir. 2000) (recognizing that
"[a] false designation of origin claim brought by an entertainer under . . . the Lanham Act . . . is

equivalent to a false association or endorsement claim, and the 'mark' at issue is the plaintiffs
identity" (citing Waits v. Frito-Lay, Inc., 978 F.2d 1093, 1110 (9th Cir. 1992); White v. Samsung
Elecs. Am., Inc., 971 F.2d 1395, 1400 (9th Cir. 1992))). A false-endorsement claim under the
Lanham Act arises when "a celebrity's image or persona is used in association with a product so
as to imply that the celebrity endorses the product." ETW Corp. v. Jireh Publ'g, Inc., 332 F.3d
915, 925 (6th Cir. 2003). Courts evaluate this type of claim based on the likelihood of consumers
being misled to believe that the celebrity endorses the product. Id. at 925-26. The Sixth Circuit
justifies the Lanham Act's false-endorsement claim as "the federal equivalent of the right of
publicity." Id. at 924.
14. See Browne, 612 F. Supp. 2d at 1128-30 (noting that the use of a song without the
permission of the author could result in a false-endorsement claim under the Lanham Act);
Henley, No. SACV 09-0481-JVS, at *13-14 (holding that a song closely associated with the
plaintiff "goes beyond an allegation of mere copying of the song" to the point where it becomes a
distinctive attribute which could trigger a Lanham Act claim).
15. Henley, No. SACV 09-0481-JVS, at *8, *20-21.
16. See Lee G. Meyer, Intellectual Property in Today's Financing Market, 19-2 AM.

BANKR. L.J. 20, 20 (2000) ("[T]he centerpiece of the American economy has gradually become
patents, copyrights, trade secrets and trademarks-the intellectual property revolution. Indeed,
intellectual property often comprises a modem business' most valuable asset . . . ."); see also Park
'N Fly, Inc. v. Dollar Park & Fly, Inc., 469 U.S 189, 198 (1985).
17. ANNE GILSON LALONDE, I GILSON ON TRADEMARKS § 1.01 [2]-[3] (2010).
18. Id § 1.01[3].
19. See infra Part II.B.l.
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pure political speech. If Congress does not pass this type of legislation, the
rights of trademark owners will continue to be trampled on by politicians and
political interest groups who free ride on a trademark's goodwill to further
their own political agendas. 20
This Comment examines the application of the Lanham Act to political
speech. First, it analyzes the text of the Lanham Act to determine the breadth
with which courts have defined its scope. Second, it explores the circuit split
over whether pure political speech falls within the scope of the Act. Third, it
argues that, over time, courts have defined the scope of the Lanham Act
carelessly. If courts had defined the Act's scope more meticulously in early
case law, then later courts would conclude, as does this Comment, that the
Lanham Act lacks the authority to regulate trademark use in pure political
speech. Finally, this Comment argues that although the Lanham Act does not
apply to pure political speech, trademarks must be protected regardless. This
Comment proposes legislation, similar to the Lanham Act, that applies to pure
political speech. This proposal balances the rights of trademark holders with
the right of free expression.
I. THE SCOPE OF THE LANHAM ACT
A. The ConstitutionalBasis of Free Speech and Related Case Law

The First Amendment to the Constitution declares that "Congress shall make
no law . . abridging the freedom of speech."2 1 The right to communicate
freely without fear of persecution ensures the free flow of ideas, which is vital
to a flourishing democracy.2 2 However, not all speech is treated equally. The
Supreme Court has distinguished commercial speech from political speech and
has set limits on the former.23 As the Court stated in Central Hudson Gas &
Electric Corp. v. Public Service Commission, "[c]ommercial expression not

only serves the economic interest of the speaker, but also assists consumers
and furthers the societal interest in the fullest possible dissemination of

20. See, e.g., MasterCard Int'l Inc. v. Nader 2000 Primary Comm., Inc., No. 00 Civ. 6068
(GBD), 2004 WL 434404, at *1 (S.D.N.Y. Mar. 8, 2004). In this case, presidential candidate
Ralph Nader used MasterCard's "Priceless" advertisement theme to promote his campaign. Id. at
*1-2.

21. U.S. CONST. amend. I.
22. See Fed. Election Comm'n v. Wis. Right to Life, Inc., 551 U.S. 449, 469 (2007) ("The
freedom of speech . . . guaranteed by the Constitution embraces at the least the liberty to discuss
publicly and truthfully all matters of public concern without previous restraint or fear of
subsequent punishment." (quoting First Nat'l Bank v. Bellotti, 435 U.S. 765, 776 (1978))).
23. See Cent. Hudson Gas & Elec. Corp. v. Pub. Serv. Comm'n, 447 U.S. 557, 562-63
(1980) ("Nevertheless, our decisions have recognized 'the "common-sense" distinction between
speech proposing a commercial transaction, which occurs in an area traditionally subject to
government regulation, and other varieties of speech."' (quoting Ohralik v. Ohio State Bar Ass'n,
436 U.S. 447, 455-56 (1978))).
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information."24 The First Amendment rotects commercial speech when its
informational purpose benefits society, but may restrict it when that speech
does not "accurately inform the public about lawful activity." 26
Determining the boundaries of commercial speech has proven to be a
difficult task for federal courts.27 Some courts define commercial speech
narrowly under the Lanham Act as speech that does "no more than propose a
commercial transaction." 28 The Supreme Court has provided some support for
this position by defining commercial speech as an "expression related solely to
the economic interests of the speaker and its audience." 29 The Court clarified
its definition by developing a three-factor test to help courts identify
commercial speech. 30 The factors, commonly known as the Bolger factors, are
(1) whether the speech is an advertisement; (2) whether it contains information
about a specific product or service; and (3) whether there is an economic
motivation for the speaker to advertise. 3' In Bolger v. Youngs Drug Products
Corp., the Court found that the existence of each factor by itself did not
definitively indicate commercial speech, but found that a "combination of all
these characteristics .

.

. provides strong support . . . [that the speech can be]

properly characterized as commercial speech."32 These factors play a critical
role in determining whether political speech is pure political speech or speech
that is mixed with commercial speech incidental to its political function.
Pure political speech is wholly protected by the First Amendment and, as
such, receives the strictest review by the courts. 34 Courts recognize that not all
For example, political
political speech is pure political speech.

24.
25.
26.

Id. at 561-62.
Id at 561-63.
Id at 563.

27. See Jacqueline K. Hall, Comment, United States v. Schiff: Commercial Speech
Regulation or FreeSpeech Infringement?, 36 SETON HALL L. REV. 551, 557-59 (2006) (outlining

the evolution of the Supreme Court's approach to commercial speech).
28. New.Net, Inc. v. Lavasoft, 356 F. Supp. 2d 1090, 1117 (C.D. Cal. 2004) (quoting Rice
v. Fox Broad. Co., 330 F.3d 1170, 1181 (9th Cir. 2003)); see also Bolger v. Youngs Drug Prods.
Corp., 463 U.S. 60, 66 (1983).
29.

Cent. Hudson, 447 U.S. at 561.

30.
31.

Bolger,463 U.S. at 66-67.
Id.

32. Id.
33. See infra Part 1l.B.l.
34. Anthony Jude Picchione, Note, Tat-Too Bad for Municipalities: Unconstitutional
Zoning of Body-Art Establishments, 84 B.U. L. REV. 829, 835 (2004) (noting that among pure

speech, "pure political speech is frequently described as the most important" and, with few
exceptions, its regulation is subject to strict scrutiny); see also Arlington Cnty. Republican
Comm. v. Arlington Cnty., 790 F. Supp. 618, 621 (E.D. Va. 1992) ("[Plure political speech is
entitled to the highest degree of First Amendment protection."), aff'd in part, rev'd in part, and
vacated in part, 983 F.2d 587 (1993).

35.

See infra text accompanying notes 162-69.
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advertisements are considered pure political speech,36 but picketing is not. 3 7
Speech that has a conduct element is only considered pure political speech "[i]f
the conduct takes the form of simply and unobtrusively communicating an
idea, with the physical action element of the conduct limited to the extent
necessary to transmit the idea."38 Thus, only a limited number of activities
performed by a political organization can be characterized as pure political
As a result, when analyzing the Lanham Act, this
speech.
commercial/noncommercial 40 dichotomy must be closely examined to
determine what type of speech is within its scope.
B. The Lanham Act and Its Structure

The Lanham Act was passed in 1946 and established modem American
trademark law. 41 It was the result of the changing environment of the
twentieth century. 42 Before the Industrial Revolution, trademarkS43 were seen
as a way for consumers to determine the .'origin or ownership' of the product
Eventually, consumers became oblivious and
to which it was affixed."4
36. Fed. Election Comm'n v. Wis. Right to Life, Inc., 551 U.S. 449, 481-82 (2007).
37. See Shuttlesworth v. Birmingham, 394 U.S. 147, 152 (1969) (explaining that the First
Amendment does not provide the same kind of protection to conduct that it does to pure speech);
see also Schultz v. Frisby, 807 F.2d 1339, 1343 (7th Cir. 1986) (noting that picketing is not pure
speech because "it usually involves conduct of some sort and may not include verbal utterances at
all"), rev'd,487 U.S. 474 (1988).
38. Sovereign News Co. v. Falke, 448 F. Supp. 306, 391 (N.D. Ohio 1977); Kucinich v.
Forbes, 432 F. Supp. 1101, 1111 (N.D. Ohio 1977).
39.

See infra Part II.B.

40. See, e.g., MasterCard Int'l Inc. v. Nader 2000 Primary Comm., Inc., No. 00 Civ. 6068
(GBD), 2004 WL 434404, at *8 (S.D.N.Y. Mar. 8, 2004) (noting that pure political speech is
noncommercial speech).
41. See LALONDE, supra note 17, § 1.01 [2]. The first federal trademark law was signed into
law in 1870 but was found unconstitutional by the Supreme Court in 1879. Id. (citing United
States v. Steffens (Trade-Mark Cases), 100 U.S. 82 (1879)). Three more acts were signed into
law. The Lanham Act repealed these prior acts and is the name used to refer to all subsequent
amendments to the Trademark Act of 1946. Id. § 1.01 [2]-[3].
42. Id. § 1.03[3][a].
43. The Lanham Act defines a trademark as
any word, name, symbol, or device, or any combination thereof(1) used by a person, or
(2) which a person has a bona fide intention to use in commerce and applies to
register on the principal register established by this [Act],
to identify and distinguish his or her goods, including a unique product, from those
manufactured or sold by others and to indicate the source of the goods, even if that
source is unknown.
15 U.S.C. § 1127 (2006).
44. See LALONDE, supra note 17, § 1.03[3][a]. Before the Lanham Act was passed, the
Supreme Court took a less complicated stance on the function of a trademark. The Court stated
that a trademark's function was "simply to designate the goods as the product of a particular
trader and to protect his good will against the sale of another's product as his." United Drug Co.
v. Theodore Rectanus Co., 248 U.S. 90, 97 (1918) (citing Hanover Milling Co. v. Metcalf, 240
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indifferent to the origin of products and saw trademarks as ways to guarantee
satisfaction with the product.45 The Lanham Act was enacted to address
concerns about the origin 46 and quality 47 of products. Its purpose is to
"eliminate deceitful practices in interstate commerce involving the misuse of
trademarks, but along with this it sought to eliminate other forms of
misrepresentations which are of the same general character even though they
do not involve any use of what can technically be called a trade-mark."
U.S. 403, 412-14 (1916)).
As business grew and adapted to the changing technological
environment, so did the views of the courts, legislatures, and business sector regarding a
trademark's function. LALONDE, supra note 17, § 1.03[3][a].
45. LALONDE, supra note 17, § 1.03[3][a]. This view has been coined the "quality view."
Id The Ninth Circuit has stated,
The historical conception of a trademark as a strict emblem of source of the product
to which it attaches has largely been abandoned. The burgeoning business of
franchising has made trade-mark licensing a widespread commercial practice and has
resulted in the development of a new rationale for trade-marks as representations of
product quality. This is particularly true in the case of a franchise system set up not to
distribute the trade-marked goods of the franchisor, but, as here, to conduct a certain
business under a common trade-mark or trade name. Under such a type of franchise,
the trademark simply reflects the goodwill and quality standards of the enterprise which
it identifies.
Siegel v. Chicken Delight, Inc., 448 F.2d 43, 48-49 (9th Cir. 1971); see also Frank 1. Schechter,
The Rational Basis of Trademark Protection, 40 HARv. L. REV. 813, 824 (1927) ("[T]he
consumer now projects his shopping far from home and comes to rely more and more upon
trademarks and tradenames as symbols of quality and guaranties of satisfaction.").

46.

15 U.S.C. § 1125(a)(1). The Act states,

Any person who, on or in connection with any goods or services, or any container
for goods, uses in commerce any word, term, name, symbol, or device, or any
combination thereof, or any false designationof origin, false or misleading description
of fact, or false or misleading representation of fact, which(A) is likely to cause confusion . .. or
(B) in commercial advertising or promotion, misrepresents the nature,
characteristics, qualities, or geographic origin of his or her or another person's goods,
services, or commercial activities,
shall be liable in a civil action by any person who believes that he or she is or is likely
to be damaged by such act.
Id (emphasis added); cf Federal-Mogul-Bower Bearings, Inc. v. Azoff, 313 F.2d 405, 408 (6th
Cir. 1963) ("[T]he word, 'origin,' in the Act does not merely refer to geographical origin, but also
to origin of source or manufacture.").

47.

15 U.S.C. § 1055. The Act states,

Where a registered mark or a mark sought to be registered is or may be used
legitimately by related companies, such use shall inure to the benefit of the registrant or
applicant for registration, and such use shall not affect the validity of such mark or of
its registration, provided such mark is not used in such manner as to deceive the public.
If first use of a mark by a person is controlled by the registrant or applicant for
registration of the mark with respect to the nature and quality of the goods or services,
such first use shall inure to the benefit of the registrant or applicant, as the case may be.
Id
48. Federal-Mogul-BowerBearings, Inc., 313 F.2d at 409; see also Smith v. Montoro, 648
F.2d 602, 605 (9th Cir. 1981).
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The protection guaranteed by the Act is not for the trademark holder, but for
consumers; it protects them from confusion in the marketplace. 49 The Act
allows the trademark to symbolize the goodwill of the company.o As the
Supreme Court noted in Mishawaka Rubber & Woolen Manufacturing. Co. v.
S. S. Kresge Co.,

The protection of trade-marks is the law's recognition of the
psychological function of symbols. If it is true that we live by
symbols, it is no less true that we purchase goods by them. A trademark is a merchandising short-cut which induces a purchaser to
select what he wants, or what he has been led to believe he wants.
The owner of a mark exploits this human propensity by making
every effort to impregnate the atmosphere of the market with the
drawing power of a congenial symbol. Whatever the means
employed, the aim is the same-to convey through the mark, in the
minds of potential customers, the desirability of the commodity upon
which it appears. Once this is attained, the trade-mark owner has
something of value. If another poaches upon the commercial
magnetism of the symbol he has created, the owner can obtain legal
redress.
The Lanham Act is primarily made up of four causes of action.52 Section
1114 provides a cause of action for trademark infringement when a trademark
is illegally used "in connection with the sale, offering for sale, distribution or
advertising of any goods or services."53 This illegal use of the trademark must
result in the likelihood of confusion, mistake, or deception.54 Section 1114
provides no remedy without the plaintiff proving that the use of the trademark
"is likely to cause confusion, or to cause mistake, or to deceive."55
Section 1125 is considered to be the "Federal law of unfair competition." 56
This section provides several causes of actions, including trademark
infringement for unregistered trademarks, false endorsement, false advertising,
Section 1125(a) Xrovides a remedy for
and trademark dilution.57
misrepresentation that is likely to cause confusion, and misrepresentation in
"commercial advertising or promotion" only where the action is "in connection
49. Alison P. Howard, Comment, A Fistful of Lawsuits: The Press, the FirstAmendment,
and Section 43(a) of the Lanham Act, 88 CALIF. L. REV. 127,130 (2000).
50. Park 'N Fly, Inc. v. Dollar Park & Fly, Inc., 469 U.S. 189, 198 (1985).
51. Mishawaka Rubber & Woolen Mfg. Co. v. S. S. Kresge Co., 316 U.S. 203, 205 (1942).
52. See 15 U.S.C. §§ 1114, 1125.
53. See id. § 1114. Section 1114 applies only to the infringement of registered marks. Id

54. Id. § l114(1)(a).
55. Id.
56.

DAVID C. HILLIARD ET AL., TRADEMARKS AND UNFAIR COMPETITION DESKBOOK

§ 8.02(1) (4th ed. 2009) (internal quotation marks omitted).
57.
58.

See 15 U.S.C. § 1125; see also LALONDE, supra note 17, § 1.04[3][c].
See 15 U.S.C. § 1125(a).
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with any goods or services, or any container for goods."59 Section 1125(c)
provides a dilution claim for famous marks. 6 0 The section also explicitly
provides a noncommercial exception;61 therefore, in order to bring a dilution
claim under §1125(c), the use of the famous mark must be purely
commercial.62
C. The CircuitSplit over the Lanham Act's Authority to Regulate Pure
PoliticalSpeech

Currently, the circuit courts are split over whether the Lanham Act can be
used to regulate pure political speech. 63 Because the scope of the four primary
sections of the Lanham Act differs,64 the courts must examine each provision
individually to determine its authority over pure political speech. Therefore, it
is important to examine each section and highlight the conflicting
interpretations by the circuit courts.
1. Section 1114: Trademark Infringement Claim

Throughout the ages, companies have used trademarks as a way to promote
their goodwill by creating a positive public opinion of the company or its

59. See id. § 1125. Section 1125(a) includes not only a cause of action for trademarks, but
also against unfair competition. See LALONDE, supra note 17, § 7.02[1]. Unfair competition has
been defined as "the umbrella for all statutory and nonstatutory causes of action arising out of
business conduct that is contrary to honest practice in industrial or commercial matters." Am.
Heritage Life Ins. Co. v. Heritage Life Ins. Co., 494 F.2d 3, 14 (5th Cir. 1974). The Sixth Circuit
defines unfair competition as
A term which may be applied generally to all dishonest or fraudulent rivalry in trade
and commerce, but is particularly applied to the practice of endeavoring to substitute
one's own goods or products in the markets for those of another, having an established
reputation and extensive sale, by means of imitating or counterfeiting the name ....
Parameter Driven Software, Inc. v. Mass. Bay Ins., 25 F.3d 332, 336 n.4 (6th Cir. 1994). The
Lanham Act does not necessarily apply to all causes of action for unfair competition, but rather
only to those that are mentioned within its text. See Dastar Corp. v. Twentieth Century Fox Film
Corp., 539 U.S. 23, 29 (2003).
60. See 15 U.S.C. § 1125(c). Section 1125(c) protects famous trademarks from dilution,
which can occur through blurring or tarnishment. Dilution by blurring is the "association arising
from the similarity between a mark or trade name and a famous mark that impairs the
distinctiveness of the famous mark." Id. § 1125(c)(2)(B). Dilution by tarnishment is the
"association arising from the similarity between a mark or trade name and a famous mark that
harms the reputation of the famous mark." Id § 1 125(c)(2)(C).
61. See 15 U.S.C. § 1125(c)(3)(C). This exception was included to "prevent the courts from
enjoining speech that has been recognized to be constitutionally protected." LALONDE, supra
note 17, § 5A.01[9][b].
62. See 15 U.S.C. § 1125(c)(4)(B); see also infra Part I.C.4.
63. See infra Part I.C.1-4.
64. See infra Part I.C.1-4.
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products.65 The Lanham Act ?rotects this goodwill and prevents others from
taking advantage of its value. It does so by prohibiting "any reproduction,
counterfeit, copy, or colorable imitation of a register mark."6 Under § 1114, a
claim for trademark infringement is based on the presumption that consumer
confusion will occur when two goods or services have similar marks.6 The
Lanham Act only provides a remedy for confusion due to the prohibited use of
another's trademark "in connection with the sale, offering for sale, distribution
or advertising of any goods or services." 69
The circuit courts interpret this language differently. The First, Sixth, and
Ninth Circuits, and the United States District Court for the District of
Columbia, interpret "goods or services" to mean strictly commercial use.70
Under this interpretation, infringement occurs only when the trademark is used
in some form of commercial transaction.7 1 The Second Circuit has held that §
72
1114 applies to commercial and noncommercial services.

65. See Park 'N Fly, Inc. v. Dollar Park & Fly, Inc., 469 U.S. 189, 198 (1985) ("National
protection of trademarks is desirable . . . because trademarks foster competition and the
maintenance of quality by securing to the producer the benefits of good reputation.").
66. See Vuitton et Fils, S. A. v. Crown Handbags, 492 F. Supp. 1071, 1075 (S.D.N.Y.
1979), affd, 622 F.2d 577 (2nd Cir. 1980); see also Cont'l Connector Corp. v. Cont'l Specialties
Corp., 492 F. Supp 1088, 1094 (D. Conn. 1979) ("[T]he basic purpose of the Act is to protect an
established trademark user from being injured by another's use of the same trademark; the types
of injuries involved are loss of patronage, loss of reputation, and limitation on business
expansion.").
67. 15 U.S.C. § 1114.
68. HILLIARD ETAL.,supra note 56, § 6.05(1).
69. 15 U.S.C. § 1114. A service is "in commerce"
when it is used or displayed in the sale or advertising of services and the services are
rendered in commerce, or the services are rendered in more than one State or in the
United States and a foreign country and the person rendering the services is engaged in
commerce in connection with the services.
Id. § 1127.
70. See Bosley Med. Inst., Inc. v. Kremer, 403 F.3d 672, 676 (9th Cir. 2005) ("While the
meaning of the term 'commercial use in commerce' is not entirely clear, we have interpreted the
language to be roughly analogous to the 'in connection with' sale of goods and services
requirement of the infringement statute."); Taubman Co. v. Webfeats, 319 F.3d 770, 774 (6th Cir.
2003) (noting that "in connection with the sale ... or advertising of any goods or services" refers
to commercial speech); Int'l Ass'n of Machinists & Aerospace Workers v. Winship Green
Nursing Cit., 914 F. Supp. 651, 653-54 (D. Me. 1996) (finding that the Lanham Act covers
commercial speech and not noncommercial speech), aff'd, 103 F.3d 196 (1st Cir. 1996);
Lucasfilm, Ltd. v. High Frontier, 622 F. Supp. 931, 934 (D.D.C. 1985).
71. Bosley, 403 F.3d at 676.
72. See United We Stand Am., Inc. v. United We Stand, Am. N.Y., Inc., 128 F.3d 86, 89-90
(2d Cir. 1997); Planned Parenthood Fed'n of Am., Inc. v. Bucci, No. 97 Civ. 0629 (KMW), 1997
WL 133313, at *4 (S.D.N.Y. Mar. 24, 1997) ("Notwithstanding its jurisdictional 'in commerce'
requirement, Section 1114 contains no commercial activity requirement."), affd, 1998 WL 36163
(2d Cir. 1998).
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Courts that construe "services" as being commercial in nature conclude that
a trademark must be used to sell or advertise a service or product.73 In
Lucas/ilms Ltd. v. High Frontier,the defendant, High Frontier, along with the

media and politicians, used "star wars" as the nickname for President Ronald
Reagan's Strategic Defense Initiative, the purpose of which was to protect the
United States and its allies against nuclear attacks from space. 74 The plaintiff,
Lucasfilms, was concerned that the use of its trademark in a political debate
Thus, Lucasfilms filed a claim for trademark
would damage its goodwill.
infringement stating that the defendant infringed on its trademark when it
engaged in a service to convince the nation to support the "star wars"
program.76 However, the United States District Court for the District of
Columbia held that expressing one's ideas is not a service, even when the
medium used to express them is an advertisement. 77 This holding classified
the term "services" as commercial in nature, requiring some form of
78
Subsequent
commercial transaction between the defendant and consumers.
decisions interpreted this holding to mean that the scope of trademark rights is
limited to "injurious, unauthorized commercial uses of the mark by another." 79
The First Circuit also held that § 1114 applies only to commercial speech.80
In InternationalAssociation of Machinists & Aerospace Workers v. Winship

Green Nursing Center, the International Association of Machinists (IAM), a
union, was trying to organize the workers of Winship Green Nursing Center.
As an attempt to push back and stop the unionization, Winship's management
handed out to employees two letters on the union's letterhead with an
unauthorized signature of the union's leader. 82 The letters, written as though
they were from IAM, threatened that the union would attempt to get Winship
to fire the addressee if the addressee did not pay union dues. 83 Management
used the letters to show that unionizing effectively gives unions control over its
employees' jobs.84 IAM sued for trademark infringement, but the district court
dismissed the claim because it fell outside the Lanham Act as it was
73. Lucasfilm, Ltd, 622 F. Supp. at 934.
74. Id. at 932-33. The main defendant, High Frontier, was running television commercials
referring to the program as "star wars."
75. Id. at 933.
76. Id at 933-34.
77. Id. at 934.
78. Cf id. at 933-35.
79. L.L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26, 29 (1st Cir. 1987); see also Int'l
Ass'n of Machinists & Aerospace Workers v. Winship Green Nursing Ctr., 914 F. Supp. 651,
653-54 (D. Me. 1996), aff'd, 103 F.3d 196 (1st Cir. 1996).
80. See Int'l Ass'n of Machinists & Aerospace Workers v. Winship Green Nursing Ctr., 103
F.3d 196, 207 (1st Cir. 1996) (affirming the district court's decision).
8 1. Int'l Ass'n of Machinists, 914 F. Supp. at 653.
82. Id
83. Id
84. Cf id (setting forth a factual scenario indicative of trickery).
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noncommercial speech. The court interpreted "in connection with any goods
or services" to mean only commercial services. 86
The Sixth Circuit analyzed a § 1114 claim and also concluded that the
87
In Taubman Co. v.
Lanham Act applies only to commercial speech.
Webfeats, Mishkoff, the defendant, learned that the Taubman Company was
building a shopping mall in his hometown. Mishkoff bought a web address
similar to the name of the mall and developed a fan site "with no commercial
purpose."8 Taubman sued, claiming trademark infringement,9o but the Sixth
Circuit found that Mishkoff was engaged in noncommercial speech and,
therefore, the Lanham Act did not apply. 1 To support its holding, the court
referred to Central Hudson Gas & Electric Corp. v. Public Service

Commission92 and stated that because commercial speech receives intermediate
scrutiny,93 the government can create legislation to regulate it. 94 Therefore, in
order for the Lanham Act to be constitutional, its scope must be limited to
regulating ony commercial speech, which receives "lesser First Amendment
protections."

85.

Id at 656.

86. Id. at 653-56.
87. Taubman Co. v. Webfeats, 319 F.3d 770, 774 (6th Cir. 2003); see also Savannah Coll.
of Art & Design, Inc. v. Houeix, 369 F. Supp. 2d 929, 942-43 (S.D. Ohio 2004).
88.
89.

Taubman Co., 319 F.3d at 772.
Id.

90. Id. at 772-73.
91. Id. at 778.
92. Id. at 774 (citing Cent. Hudson Gas & Elec. Corp. v. Pub. Serv. Comm'n, 447 U.S. 557,
563 (1980)). The Taubman court referred to this case because the Supreme Court recognizes a
constitutional difference between commercial speech and noncommercial speech. Cent. Hudson,
447 U.S. at 563. The Supreme Court stated that commercial speech regulation is subject to
intermediate scrutiny because the First Amendment concern of protecting the informational value
of commercial advertisements is moot when that information is misleading or inaccurate. Id. The
Court acknowledged two reasons why it is reasonable to regulate commercial speech. First,
regulation of the content is allowed because "commercial speakers have extensive knowledge of
both the market and their products. Thus, they are well situated to evaluate the accuracy of their
messages and the lawfulness of the underlying activity." Id at 564 n.6. Second, "commercial
speech, the offspring of economic self-interest, is a hardy breed of expression that is not
'particularly susceptible to being crushed by overbroad regulation."' Id. (quoting Bates v. State
Bar of Ariz., 433 U.S. 350, 381 (1977)).
93. Taubman Co., 319 F.3d at 774 (citing Cent. Hudson, 447 U.S. at 563). The intermediate
scrutiny test developed in Central Hudson states that commercial speech can be regulated if (1)
the speech is protected by the First Amendment-that is, not misleading or concerned with illegal
activity; (2) the regulation furthers a substantial government interest; (3) that interest is directly
advanced by the regulation; and (4) the regulation is "not more extensive than is necessary to
serve that interest." Cent. Hudson, 447 U.S. at 566.
94. Taubman Co., 319 F.3d at 774.
95. Id; see also Savannah Coll. of Art & Design, Inc. v. Houeix, 369 F. Supp. 2d 929, 94243 (S.D. Ohio 2004). However, Professor Lisa Ramsey argues that the Lanham Act could
regulate noncommercial speech and still be constitutional if it furthers a compelling government
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Not all circuits agree that the language of the First Amendment limits the
scope of the Lanham Act to commercial speech. In United We StandAmerica,
Inc. v. United We Stand, America N.Y, Inc., the Ross Perot presidential

campaign used the slogan "United We Stand America." 96 After the campaign
was over, the rights were handed over to the plaintiff, United We Stand
America, Inc. 97 The defendant, representing disappointed New York Perot
supporters, decided to create his own group under the name United We Stand
America, New York. 9 8 The plaintiff filed a claim for trademark infringement
under § 1114.99 The Second Circuit held that a non-profit organization that
endorses candidates and produces position papers is performing a service
under the Lanham Act, and, therefore, the defendant was liable for trademark
infringement.100 The Second Circuit recognized that noncommercial entities,
such as non-profits, can perform commercial services. 0 1 Though United We
Stand, Inc. performed some political speech functions, it also performed
services, such as soliciting donations, that could be considered commercial
transactions.102 A commercial transaction occurred when the organization sold
its services by asking potential members to donate money so that the
organization could perform services "on behalf of its members." 03 Therefore,

interest. See Lisa P. Ramsey, IncreasingFirstAmendment Scrutiny of Trademark Law, 61 SMU

L. REv. 381, 444 (2008). She states that
trademark infringement laws banning the misleading use in noncommercial speech of
the distinctive marks of political, religious, or other noncommercial groups could
satisfy strict scrutiny analysis if the marks were used by the defendant as marks to
falsely designate the source of its activities. Protecting the ability of consumers to
identify and distinguish among the activities of noncommercial entities is a compelling
government interest. If these laws are narrowly tailored to protect expression and the
least restrictive means to further this interest, they should be found constitutional.
Id

96. United We Stand Am., Inc. v. United We Stand, Am. N.Y., Inc., 128 F.3d 86, 88 (2d
Cir. 1997).
97. Id
98. Id.
99. Id.
100. Id. at 90.
101. Id. at 88-90.
102. Id. at 90. The court referred to other cases in which noncommercial non-profits
performed services that were within the scope of the Lanham Act. However, these organizations
used the trademark as part of their organizational names, which were used to solicit donations.
See, e.g., Kappa Sigma Fraternity v. Kappa Sigma Gamma Fraternity, 654 F. Supp. 1095, 1101
(D.N.H. 1987) (holding that solicitations for alumni donations were deemed services under the
Lanham Act); Am. Diabetes Ass'n, Inc. v. Nat'l Diabetes Ass'n, 533 F. Supp 16, 20 (E.D. Pa.
1981) (holding that solicitations for donations by using the trademark as a source identifier
constitutes services under the Lanham Act).
103. United We Stand Am., Inc., 128 F.3d at 90 (citing Brach Van Houten Holding, Inc. v.
Save Brach's Coal. for Chi., 856 F. Supp. 472,475-76 (N.D. Ill. 1994)).
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this mixed type of speech could be deemed commercial and could fall within
the scope of the Lanham Act.1 04
2. The Scope of§ 1125(a)(1)(A)

The circuits are also split on the correct interpretation of § 1125(a)(1)(A).
Section 1125(a)(1)(A) is primarily intended "to provide a remedy for the use of
a geographic name, or 'appellation of origin' in connection with goods not
actually from that locality."105 However, through the years, federal courts
broadened the interpretation "to provide a federal cause of action not only
against deception as to geographic origin but also against a variety of
misrepresentations and false descriptions, and against a variety of acts
deceptive as to the identity of the manufacturer, seller, or service.",o0
Today, § 1125(a)(1)(A) 10 7 provides plaintiffs with causes of action for unfair
This section
competition, false endorsement, and trademark infringement.
also provides protection for unregistered trademarks. 9 Similar to § 1114, §
1125 protects against the use of trademarks by another "in connection with any
goods or services."110 Again, the interpretation of this phrase is widely
debated." The Tenth Circuit and district courts within the Second, Third, and
104. See Bolger v. Youngs Drug Prods. Corp., 463 U.S. 60, 66 (1983); see also infra Part
II.A. .
105. HILLIARD, ET AL., supranote 56.
106. Id This section's false-endorsement claim bears a striking similarity to the commonlaw right to publicity. See ETW Corp. v. Jireh Publ'g Inc., 332 F.3d 915, 924 (6th Cir. 2003)
(noting the similarity between the Lanham Act's false-endorsement claim and a claim under a
right of publicity).
107. 15 U.S.C. § 1125(a)(1)(A) (2006). Section 1I25(a)(1) states that
Any person who, on or in connection with any goods or services, or any container
for goods, uses in commerce any word, term, name, symbol, or device, or any
combination thereof, or any false designation of origin, false or misleading description
of fact, or false or misleading representation of fact, which(A) is likely to cause confusion, or to cause mistake, or to deceive as to the
affiliation, connection, or association of such person with another person, or as to the
origin, sponsorship, or approval of his or her goods, services, or commercial activities
by another person ....
Id.

108. LALONDE, supra note 17, § 1.04[3][c].
109. Id § 1.04[4][c][iii][e]; see, e.g., Browne v. McCain, 612 F. Supp. 2d 1125, 1128-31
(C.D. Cal. 2009) (finding that the unpermitted use of a song, which was not registered as a
trademark with the Patent and Trademark Office, could result in a false endorsement claim under
the Lanham Act); Henley v. DeVore, No. SACV 09-0481-JVS, at *2, *13-14 (C.D. Cal. July 8,
2009) (order denying defendants' motion to dismiss), available at http://docs.
justia.com/cases/federal/districtcourts/califomia/cacdce/8:2009cv00481/442261/22/ (holding that
an unregistered trademark, such as a song closely associated with the plaintiff, could trigger a
claim under the Lanham Act).
110. 15 U.S.C. § 1125(a).
111. Compare Utah Lighthouse Ministry v. Found. for Apologetic Info. & Research, 527
F.3d 1045, 1054 (10th Cir. 2008) (finding that the language of § 1125 creates a commercial use
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Eleventh Circuits define the phrase narrowly to include only commercial goods
and services.112 District courts within the Seventh and Ninth Circuits interpret
the language more broadly to include noncommercial speech.'
Offering yet another interpretation, the Tenth Circuit has held that the phrase
"goods or services" is considered a commercial-use requirement.11 4 In Utah
Lighthouse Ministry v. Foundationfor Apologetic Information and Research,
Allen Wyatt, the vice president for the Foundation for Apologetic Information
and Research (FAIR), an organization that responds to critiques of the Church
of Jesus Christ of Latter-Day Saints (LDS Church), created an Internet parody
of the Utah Li hthouse Ministry (ULTM), an organization that critiques the
LDS Church.
ULTM sued for trademark infringement and unfair
competition, claiming that the mimicking website was too similar to its own
website."16 The court ruled that a claim based on similarities between
websites, which exposed the plaintiffs agenda, did not fall within the Lanham
Act because it was not commercial speech.'" 7 The court found that the website
provided information about the plaintiff, it did not sell products or services,
and the defendant did not reap financial gains from it. 1
The court also

requirement), with Brach Van Houten Holding, Inc. v. Save Brach's Coal. for Chi., 856 F. Supp.
472, 476 (N.D. Ill. 1994) (holding that commercial activities or services rendered by
noncommercial groups were within the scope of § 1125(a)(1)(A)).
112. See Utah Lighthouse Ministry, 527 F.3d at 1054; Cellco P'ship v. Commc'n Workers of
Am., No. 02-5542, 2003 WL 25888375, at *6, *8 (D.N.J. Dec. I1, 2003); Tax Cap Comm. v.
Save Our Everglades, 933 F. Supp. 1077, 1080-81 (S.D. Fla. 1996) (finding that the Lanham Act
does not apply because the solicitation of signatures is "quintessential political activity" and is
"totally devoid of commercial overtones"); see also S.F. Arts & Ath., Inc. v. U.S. Olympic
Comm., 483 U.S. 522, 566 (1987) (Brennan, J., dissenting) ("A key Lanham Act requirement that
limits the impact of trademarks on noncommercial speech is the rule that a trademark violation
occurs only when an offending trademark is applied to commercial goods and services."). Justice
William J. Brennan cited 15 U.S.C. §§ 1066 and 1127 to support his position that noncommercial
speech is not within the scope of the Lanham Act. S.F. Arts & Ath., Inc., 483 U.S. at 566; see 15
U.S.C. § 1066 (stating that an interference claim could arise only if the mark is likely, "when used
on or in connection with the goods or services of the applicant to cause confusion or mistake or to
deceive") (emphasis added); id § 1127 (defining what constitutes use in commerce of goods and
services).
113. Browne v. McCain, 612 F. Supp. 2d 1125, 1131 (C.D. Cal. 2009); Comm. for Idaho's
High Desert v. Yost, 881 F. Supp. 1457, 1481 (D. Idaho 1995) (holding that a non-profit
organization distributing information about the environment was in violation of the Lanham Act
when it used another's trademark as a source identifier), aff'd in part and rev'd in part,remanded
by 92 F.3d 814 (9th Cir. 1996); Brach Van Houten Holding, Inc., 856 F. Supp. at 476.
114. Utah Lighthouse Ministry, 527 F.3d at 1051-52.
115. Id at 1048-49.
116. Id. at 1049.
117. Id. at 1049, 1052-53.
118. Id at 1052; see also Bosley Med. Inst., Inc. v. Kremer, 403 F.3d 672, 679 (9th Cir.
2005) ("Limiting the Lanham Act to cases where a defendant is trying to profit from a plaintiff's
trademark is consistent with the Supreme Court's view that '[a trademark's] function is simply to
designate the goods as the product of a particular trader and to protect his good will against the
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claimed that any other interpretation of the commercial-use requirement would
be counter to the purpose of the Act itself-"to protect the ability of consumers
to distinguish among competing producers."1 19
The Second Circuit has taken this position even further by claiming that the
noncommercial-speech exemptionl20 applies to the entire section, including §
circuits.122
1125(a).12 1 However, this theory has not been adopted by other
Contrary to this approach, the Seventh Circuit applied the Lanham Act to
23 In
situations where the defendant was not providing commercial services.'
Brach Van Houten Holding, Inc. v. Save Brach's Coalitionfor Chi., a coalition

of labor unions and interest groups known as Save Brach was formed to protest
the closing of the Brach candy factory in Chicago.1 24 The company sued for
trademark infringement and false endorsement because the coalition's logo
resembled the company's logo.125 The coalition claimed that the Lanham Act
did not apply to its activities because they did not sell or advertise services.126
Additionally, the coalition was not engaged in sellinA candy-the product sold
Similar to the decision
by Brach-so there was no likelihood of confusion.
in United We Stand, Inc., the court found that "soliciting donations, preparing
press releases, holding public meetings and press conferences, propounding
sale of another's product as his."' (quoting United Drug Co. v. Theodore Rectanus Co., 248 U.S.
90, 97 (1918))).
119. Utah Lighthouse Ministry, 527 F.3d at 1053 (quoting Two Pesos, Inc. v. Taco Cabana,
Inc., 505 U.S. 763, 774 (1992)).
120. 15 U.S.C. § 1125(c)(3)(C) (2006) ("The following shall not be actionable as dilution by
blurring or dilution by tarnishment under this subsection . . . [a]ny noncommercial use of a
mark.").
121. See MasterCard Int'l Inc. v. Nader 2000 Primary Comm., Inc., No. 00 Civ. 6068 (GBD),
2004 WL 434404, at *8 (S.D.N.Y. Mar. 8, 2004) ("However, the Federal Trademark Dilution
Act, 15 U.S.C.A. § 1125(c), specifically exempts from the scope of all provisions of Section 1125
the 'noncommercial use of a mark."'); Planned Parenthood Fed'n of Am., Inc. v. Bucci, No. 97
Civ. 0629 (KMW), 1997 WL 133313, at *10 (S.D.N.Y. Mar. 24, 1997) ("Section Il25(c)(4)(B)
specifically exempts from the scope of all provisions of § 1125 the 'noncommercial use of a
mark."'), aff'd, 1998 WL 36163 (2d Cir. 1998).
122. See, e.g., Savannah Coll. of Art & Design, Inc. v. Houeix, 369 F. Supp. 2d 929, 947
(S.D. Ohio 2004); see also Am. Family Life Ins. Co. v. Hagan, 266 F. Supp. 2d 682, 696 (N.D.
Ohio 2002) (concluding that the noncommercial exemption applies only to dilution claims
because (1) claims of dilution receive less First Amendment protection, so a noncommercial
exemption was needed, and (2) a noncommercial exemption is not needed for all other First
Amendment claims because it is a fundamental principle of constitutional law that a statute
cannot override the guaranteed speech protections of the First Amendment).
123. Brach Van Houten Holding, Inc. v. Save Brach's Coal. for Chi., 856 F. Supp. 472, 47576 (N.D. 11. 1994).
124. Id. at 474.
125. Id.
126. Id. at 475.
127. Id. The court, however, disagreed with this assertion. Id. ("The Lanham Act is
concerned not only with confusion over the source of goods but also with deceptive appearances
of approval.").

2010]

The Lanham Act and Pure PoliticalSpeech

259

proposals for the reorganization of Brach's ownership and/or management ...
constitutes a 'service' within the meaning of the Lanham Act" even though the
The court
coalition was not providing the same services as the company.'
distinguished this from Lucasfilm, Ltd. v. High Frontierbecause Save Brach,

although communicating ideas, used a logo similar to Brach's logo rather than
using the company's trademark in its message.129
Two recent cases in district courts in the Ninth Circuit interpreted §
1125(a)(1)(A) to encompass political-campaign commercials that used songs
without the permission of the artists.' 30 In Browne v. McCain, John McCain's
presidential campaign used Jackson Browne's song, "Running on Empty," as
background music in a campaign commercial.13 1 When Browne, a public
supporter of presidential candidate Barack Obama, heard about the use of the
song, he immediately filed multiple claims under the Copyright Act and
Lanham Act, including a false-endorsement claim.132 The McCain campaign
filed a motion to dismiss all the claims and argued that the Lanham Act only
applies to commercial speech.133 The district court denied the motion to
dismiss, holding that the Lanham Act applies to both commercial and
noncommercial speech.134
The other recent district court case in the Ninth Circuit addressing the
Lanham Act's applicability to political speech relied heavily on the Browne
decision.1 35 Similar to Browne, Henle v. DeVore involved the use of a song in
The DeVore campaign used two of
an Internet campaign commercial.
songwriter Don Henley's songs, "Boys of Summer" and "All She Wants to Do
Is Dance," to parody the opposing candidate, Senator Barbara Boxer.137 The

128. Id at 475-76.
129. Id at 476. It is worth noting that Lucasfilm involved a claim under 15 U.S.C. § 1125(a)
and a trademark-infringement claim under 15 U.S.C. § 1114. See Lucasfilm, Ltd. v. High
Frontier, 622 F. Supp. 931, 934 (D.D.C. 1985).
130. See Browne v. McCain, 612 F. Supp. 2d 1125, 1127 (C.D. Cal. 2009); Defendant's
Notice of Motion and Motion to Dismiss Under Rule 12(b)(6) of the Federal Rules of Civil
Procedure at 2-4, Henley v. DeVore, No. SACV 09-0481-JVS, 2009 WL 1455613 (C.D. Cal.
2009).
131.
132.

Browne, 612 F. Supp. 2d at 1127.
Id at 1127-29.

133. Id at 1131.
134. Id. This case eventually settled out of court for an undisclosed amount of money and an
apology from the McCain campaign.

Ashby Jones, John McCain, Jackson Browne Bury the

Hatchet over Use of Song, http://blogs.wsj.com/law/2009/07/21/john-mccain-jackson-brownebury-the-hatchet-over-use-of-song/ (July 21, 2009, 5:10PM EST).
135. See Henley v. DeVore, No. SACV 09-0481-JVS, at *2, *8 (C.D. Cal. July 8, 2009)
(order denying defendants' motion to dismiss), available at http://docs.justia.com/cases/federal/
district-courts/califomia/cacdce/8:2009cv00481/442261/22/.
136. Defendant's Notice of Motion and Motion to Dismiss Under Rule 12(b)(6) of the
Federal Rules of Civil Procedure, supra note 130, at 3.
137. Id at 2-3.
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campaign changed the lyrics to attack Senator Boxer's liberal policies.m
Henley sued for false endorsement under the Lanham Act because he felt that
he was so closely associated with the songs that it would confuse the public
and make it believe that he endorsed the DeVore campaign.' 39 The DeVore
campaign argued that Henley did not have a Lanham Act claim because the
Act only applies to commercial speech and certainly not to pure political
speech.140 The district court denied the motion to dismiss because the
defendant failed to provide sufficient evidence that the Lanham Act only
applies to commercial speech. 14 1
3. The Scope of§ 1125(a)(1)(B): FalseAdvertising

There is little disagreement that § 1125(a)(1)(B) lacks authority over pure
political speech.14 2 This section provides a plaintiff the opportunity to file a
false-advertising claim.' 43 Such a claim is appropriate when a company makes
false claims about a competitor.144 The purpose of this section is to protect the
"commercial interests [that] have been harmed by a competitor's false
advertising, and [to secure] to the business community the advantages of
reputation and good will by preventing their diversion from those who have
Under § 1125(a)(1)(B), a cause of
created them to those who have not."
action can be brought "in connection with any goods or services,"l46 but also,
more specifically, "in commercial advertising or promotion."1 47 Courts and
commentators have noted that political speech was not explicitly included in
the section because politicians were hesitant to support a bill that would

138. Id. at 3.
139. Id at 4. The defendant claimed that merely being associated with a song was not
enough to file a false-endorsement claim; rather, the plaintiff must prove that "the defendant used
the plaintiffs name, image or some other distinctive attribute." Id. at 4-5. Henley argued that his
image was being used because of his "familiar instrumental backing tracks" for the songs.
Memorandum of Points and Authorities in Opposition to Defendants' Motion to Dismiss at 11,
Henley v. DeVore, No. SACV 09-0481-JVS, 2009 WL 1455613 (C.D. Cal. 2009).
140. Defendant's Notice of Motion and Motion to Dismiss Under Rule 12(b)(6) of the
Federal Rules of Civil Procedure, supranote 130, at 11-12.
141. Henley v. DeVore, No. SACV 09-0481-JVS, at *8 (C.D. Cal. July 8, 2009) (order
denying defendants' motion to dismiss), available at http://docs.justia.com/cases/federal/districtcourts/california/cacdce/8:2009cv00481/442261/22/.
142. See infra text accompanying notes 148-49.
143. 15 U.S.C. § I125(a)(1)(B).
144. Id; see, e.g., United Indus. Corp. v. Clorox Co., 140 F.3d 1175, 1179 (8th Cir. 1998)
(noting that the Lanham Act was "intended, in part, to protect persons engaged in commerce
against false advertising and unfair competition").
145. Phoenix of Broward, Inc. v. McDonald's Corp., 489 F.3d 1156, 1168 (11th Cir. 2007)
(quoting Conte Bros. Auto, Inc. v. Quaker State-Slick 50, Inc., 165 F.3d 221, 234 (3d Cir. 1998)).
146. 15 U.S.C. § 1125(a)(1)(B).
147. Id.
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interfere with their political campaigning during a campaign year. 148 Though
both houses of Congress did not fully agree on the scope of the Lanham Act,
they did agree that § 1125 does not include political speech.14 9 Representative
Robert W. Kastenmeier, the co-sponsor of the bill, stated:
Political advertising and promotion is political speech, and therefore
not encompassed by the term "commercial." This is true whether
what is being promoted is an individual candidacy for public office,
or a particular political issue or point of view. It is true regardless of
whether the promoter is an individual or a for profit entity.
However, if a political or other similar organization engages in
business conduct incidental to its political functions, then the
business conduct would be considered "commercial" and would fall
within the confines of this section.150
In fact, the Senate concluded the additional word "commercial" was
redundant because section 1125(a) "requires that the misrepresentations be
made with respect to goods or services."151 Regardless of how broadly or
narrowly the language is interpreted, these statements show that Congress has
made it clear that § I 125(a)(1)(B) does not apply to pure political speech.
4. Section 1125(c): TrademarkDilution

The final section to be examined, § 1125(c), also provides no basis for
regulating political speech. Section 1125(c) was added to the Lanham Act in
1995152 and protects famous marks against dilution.153 The section originally
permitted courts to halt unauthorized "commercial use in commerce" 54 and

148. See Am. Family Life Ins. Co. v. Hagan, 266 F. Supp. 2d 682, 698 n.18 (N.D. Ohio
2002) (reproducing Representative Robert W. Kastenmeier's remarks about § 1125); see also
LALONDE, supra note 17, § 7.02[6][c] ("The addition of 'commercial' was meant to protect
political candidates from civil liability under Section [1125(a)].").

149. See Semco, Inc. v. Amcast, Inc., 52 F.3d 108, 111-12 (6th Cir. 1995); 134 CONG. REC.
31,852 (1988) (statement of Rep. Robert W. Kastenmeier). The House of Representatives
included the word "commercial" to guarantee the Lanham Act's constitutionality by narrowing
the Act to provide a cause of action only for deceptive or misleading commercial speech. See
Semco, 52 F.3d at 111. The Senate, however, expressly stated that senators accept the inclusion
of the word "commercial" to exclude political speech from the Lanham Act. See id. at I11-12.
150. 134 CONG. REC. 31,852 (1988) (statement of Rep. Robert W. Kastenmeier).
151. 134 CONG. REC. 32,053 (1988) (statement of Sen. Dennis DeConcini).
152. Federal Trademark Dilution Act of 1995, Pub. L. No. 104-98, § 3, 109 Stat. 985, 985
(1996) (codified as amended at 15 U.S.C. § 1125(c)).
153. See 15 U.S.C. § 1125(c). Dilution is defined as "lessening of the capacity of a famous
mark to identify and distinguish goods and services, regardless of the presence or absence of(1) competition between the owner of the famous mark and other parties, or (2) likelihood of
confusion, mistake or deception." Id. § 1127. This definition was replaced in 2006 with the
defined term "colorable imitation": "any mark which so resembles a registered mark as to be
likely to cause confusion or mistake or to deceive." 15 U.S.C. § 1127 (2006 & Supp. 112009).
154. 109 Stat. at 985-86.
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also included a noncommercial-use exception.' 55 The current version of the
statute retains the noncommercial-use exceptionl 5 6 but has replaced
"commercial use in commerce" with "use of a mark . . . in commerce." 5 7
Congress altered the language, which caused confusion as to whether courts
should apply the noncommercial-speech defense to political speech that might
also include an element of commercial speech. 158 Therefore, to correct the
internal contradiction, Congress removed the "commercial use" requirement
and kept the noncommercial-speech defense.' 59 Now, "all speech which is not
purely commercial, and would therefore be protected by the First Amendment,
is subject to the exception."'1 6 0 Thus, it is clear that political speech does not
fall within the scope of trademark dilution under § 1125(c). 16 1
II. POLITICAL SPEECH AND THE LANHAM ACT

The debate over whether the Lanham Act applies to political speech must
take into consideration the commercial/noncommercial dichotomy. Many
entities regularly engage in political speech: individuals,162 non-profit

155.

109 Stat. at 985.

156.
157.

15 U.S.C. § 1125(c)(3)(C).
Compare 109 Stat. at 985, with 15 U.S.C. § I 125(c)(1).

158.

See Am. Family Life Ins. Co. v. Hagan, 266 F. Supp. 2d 682, 695 (N.D. Ohio 2002). As

the court stated,
the "noncommercial use" exemption codified at § I125(c)(4)(B) "presents a bit of a
conundrum because it seems at odds with the earlier requirement [recited at
§ I 125(c)(1)] that the junior use be a "commercial use in commerce." If a use has to be
commercial in order to be dilutive, how then can it also be noncommercial so as to
satisfy the exception of section 1125(c)(4)(B)?" . . . The answer to this question is that,
when Congress passed the Federal Trademark Dilution Act . . . , it used the phrase

"noncommercial use" as a somewhat inexact, shorthand reference to "speech protected
by the First Amendment."
Id. (quoting Mattel, Inc. v. MCA Records, Inc., 296 F.3d 894, 904 (9th Cir. 2002)).
159. See id.
160. Griffith v. Fenrick, 486 F. Supp. 2d 848, 853 (W.D. Wis. 2007) (citing Mattel, 296 F.3d
at 906).
161. See, e.g., Am. Family Life Ins. Co., 266 F. Supp. 2d at 698 n.18 ("In other words, just as
Congress used the word 'commercial' to preclude false designation claims against political
candidates engaged in political speech, Congress used the word 'noncommercial' to preclude
Trademark dilution claims against political candidates engaged in political speech."); see also
Griffith, 486 F. Supp. 2d at 853; MasterCard Int'l Inc. v. Nader 2000 Primary Comm., Inc., No.
00 Civ. 6068 (GBD), 2004 WL 434404, at *9 (finding that the campaign use of a slogan similar
to that of Mastercard's was not commercial speech, but rather noncommercial political speech); 4
J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION,

§ 24:128

(4th ed. 2010) ("Clearly, the use of a commercial mark in a political campaign is
'noncommercial' and cannot trigger the dilution provisions.").
162. See Planned Parenthood Fed'n of Am., Inc. v. Bucci, No. 97 Civ. 0629 (KMW), 1997
WL 133313, at *6 (S.D.N.Y. Mar. 24, 1997) (examining the political and commercial aspects of
the defendant's use of a domain name similar to the plaintiffs), aff'd, 1998 WL 36163 (2d Cir.
1998).

2010]

The Lanham Act and Pure PoliticalSpeech

263

organizations,163 and, of course, political campaigns.164 Even speech by
political organizations, however, may be deemed commercial in nature under
certain circumstances.' 65 To distinguish between political and commercial
speech, a few courts, such as a district court within the Eleventh Circuit, have
developed a test that first determines if the activity in question constitutes a
service.166 The courts then consider whether the trademark was used to
establish an identity or as part of a communicative message.167 Courts also
consider whether the political speech was expressed by a non-profit
organization or a political campaign.168 Courts use this analysis to distinguish
between political speech that contains commercial speech incidental to its
political function and pure political speech. 169 Only after making this
determination should a court determine whether the speech at issue falls within
the scope of the Lanham Act.

163. See, e.g., Tax Cap Comm. v. Save Our Everglades, Inc., 933 F. Supp. 1077, 1081 (S.D.
Fla. 1996) (finding that a non-profit corporation spreading information about the environment
was engaged in political speech); Huntingdon Life Sciences, Inc. v. Rokke, 978 F. Supp. 662, 666
(E.D. Va. 1997) (stating that the nature of information disseminated by PETA was more political
than commercial).
164. See, e.g., Henley v. DeVore, No. SACV 09-0481-JVS, at *8 (C.D. Cal. July 8, 2009)
(order denying defendants' motion to dismiss), available at http://docs.justia.com/cases/federal/
district-courts/califomia/cacdce/8:2009cv00481/442261/22/ (holding that Internet commercials
produced on behalf of a political candidate may be actionable under the Lanham Act despite
being political speech); Browne v. McCain, 612 F. Supp. 2d 1125, 1131 (C.D. Cal. 2009)
(considering a television commercial produced by a presidential candidate to be political speech).
165. See, e.g., Brach Van Houten Holding, Inc. v. Save Brach's Coal. for Chi., 856 F. Supp.
471, 475-76 (N.D. Ill. 1994) (holding that a labor union engaged in political speech by soliciting
donations for its cause is deemed to be conducting commercial activity).
166. See Tax Cap Comm., 933 F. Supp. at 1080-81 (explaining the factors used to assess
whether an activity is considered a "service" under the Lanham Act).
167. See id. at 1081 (distinguishing Brach Van Houten Holding, Inc., where the defendant
used the trademark to "establish an identity," from the use of a trademark in a communicative
message).
168. See McIntyre v. Ohio Elections Comm'n, 514 U.S. 334, 347 (1995) (emphasizing that
campaign speech should receive more protection than political speech used in other contexts).
Compare Fed. Election Comm'n v. Colo. Republican Fed. Campaign Comm., 533 U.S. 431, 440
(2001) ("Spending for political ends and contributing to political candidates both fall within the
First Amendment's protection of speech and political association."), and Am. Family Life Ins.
Co. v. Hagan, 266 F. Supp. 2d 682, 697 (N.D. Ohio 2002) ("[Solicitation of campaign donations]
is properly classified not as a commercial transaction at all, but completely noncommercial,
political speech."), with United We Stand Am., Inc. v. United We Stand, Am. N.Y., Inc., 128
F.3d 86, 90 (2d Cir. 1997) (holding that a non-profit organization soliciting donations was
engaged in a service within the meaning of the Lanham Act), and Brach Van Houten Holding,
Inc., 856 F. Supp. at 475-76 (applying the Lanham Act to a non-profit organization engaged in
soliciting donations to stabilize workers' jobs at a candy factory).
169. See United We Stand Am., Inc., 128 F.3d at 90-91 (comparing the case at hand to one in
which the commercial speech was incidental to its political function and therefore outside the
Lanham Act).
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A. PoliticalActivities as Commercial Services
1. Solicitation ofDonations

Courts usually apply the Lanham Act to political speech when the speech
has commercial elements incidental to its political function. 170 For example,
the act of soliciting donations is generally considered commercial speech."'
When an organization solicits donations, it does so by advertising a service to
be provided if a person donates to the cause. 172 This could be considered a
commercial service that is part of a commercial transaction. 173 Thus, it is not
surprising that the majority of courts conclude that non-profit organizations
perform a service within the scope of the Lanham Act when they solicit
donations.174 However, not all courts agree. 175 A district court in the First
Circuit held that money gathered to perform services, such as distributing
literature to persuade other employees to vote "no" on unionization, was
insufficient to be considered a commercial service under the Lanham Act.176
Courts treat soliciting donations for a political campaign differently than
soliciting donations for a political non-profit organization. 177 The Supreme
Court has held that soliciting campaign donations does not constitute
commercial speech.178 Recently, in Mastercard InternationalInc, v. Ralph
Nader 2000 Primary Committee, Inc., a district court recognized that, even

though a campaign commercial might have caused an increase in contributions
to the 8residential campaign, this did not mean that it was commercial
speech. 9 According to the court, if the campaign commercial was considered
commercial speech, then all political campaign speech would have to be
considered commercial speech. so
170.
171.
172.

See, e.g., id at 90; Brach Van Houten Holding, Inc., 856 F. Supp. at 475-76.
See, e.g., Brach Van Houten Holding, Inc., 856 F. Supp. at 475-76.
See United We Stand Am., Inc., 128 F.3d at 90. United We Stand, American New York,

Inc. advertised a specific service with economic motivations when it asked for donations to
support like-minded individuals running for positions in New York elections. Id.
173. See Bolger v. Youngs Drug Prods. Corp., 463 U.S. 60, 66-67 (1983).
174. See United We Stand Am., Inc., 128 F.3d at 90; Brach Van Houten Holding,Inc., 856 F.
Supp. at 475-76.
175. Compare Int'l Ass'n of Machinists & Aerospace Workers v. Winship Green Nursing

Ctr., 914 F. Supp. 651, 653-54 (D. Me. 1996) (finding that representing workers was a service
outside of the Lanham Act), aff'd, 103 F.3d 196 (1st Cir. 1996), with Brach Van Houten Holding,
Inc., 856 F. Supp. at 475-76 (finding that engaging in activities to enhance workers' jobs fell
under the Lanham Act).
176. Int'l Ass'n of Machinists, 914 F. Supp. at 655.
177. See Am. Family Life Ins. Co. v. Hagan, 266 F. Supp. 2d 682, 697 (N.D. Ohio 2002).
178. See Buckley v. Valeo, 424 U.S. 1, 14 (1976) ("[Political campaign] contribution and
expenditure limitations operate in an area of the most fundamental First Amendment activities.");
see also Hagan, 266 F. Supp. 2d at 697.

179. MasterCard Int'l Inc. v. Nader 2000 Primary Comm., Inc., No. 00 Civ. 6068 (GBD),
2004 4344044, at *7 (S.D.N.Y. Mar. 8, 2004).
180. Id.
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2. Trademark Used to Establish Identity for PoliticalOrganizations

Courts usually consider using a trademark as part of an organization's name
to be commercial speech.18 ' The name of a political organization is not
specifically political speech, but rather is the establishment of a commercial
entity for political means.182 It could be considered commercial speech when
someone else's trademark is used in the name of a different organization if
there is economic motivation behind the use. 183 For example, in Brach Van
Houten Holding, Inc. v. Save Brach's Coalition for Chicago, the court

concluded that the use of a very similar logo was within the scope of the
Lanham Act even though the coalition expressed political dissent. 184 The court
reasoned that prohibiting the use of the logo did not inhibit the defendant's
ability to communicate its ideas about the plaintiff.Iss
In Committee for Idaho's High Desert v. Yost, the court concluded that a

non-profit organization using the same name as another non-profit organization
fell within the scope of the Lanham Act. 186 Under that name, the original
organization produced newsletters and press releases about the desert to
educate the public.' 87 The court held that this organization performed services
under the Lanham Act. 88
Using a trademark as a name, however, does not automatically make the
services that the organization provides commercial. 89 In Bosley Medical
Institute v. Kremer, the defendant set up a website using the plaintiffs
company name as the domain name in order to communicate that he was
dissatisfied with the company's services.' 90 Because the defendant's use of the
plaintiff's trademark was "not in connection with a sale of goods or
services,"I91 the court found that the trademark's use was in connection with a
communicative message that was not commercial speech. 192 Further, the court

181. Brach Van Houten Holding, Inc. v. Save Brach's Coal. for Chi., 856 F. Supp. 471, 475
(N.D. Ill. 1994).
182. See Ramsey, supra note 95, at 396-97 (stating that a trademark being used as a source
identifier is "pure commercial speech" proposing a commercial transaction).
183. United We Stand Am., Inc. v. United We Stand, Am. N.Y., Inc., 128 F.3d 86, 90-91 (2d
Cir. 1997). Professor Ramsey provides a compelling-interest theory for why noncommercial
organizations using trademarks to establish their identity could be within the scope of the Lanham
Act. See Ramsey, supra note 95, at 444.
184.

Brach Van Houten Holding, Inc., 856 F. Supp. at 475-76.

185.
186.

Id. at 476.
Comm. for Idaho's High Desert v. Yost, 881 F. Supp. 1457, 1468 (D. Idaho 1995), aff'd

in part, rev'd in part,remanded, 92 F.3d 814 (9th Cir. 1996).
187. Id at 1465-66.

188.
189.
190.
191.
192.

Id. at 1468, 1481.
See Bosley Med. Inst., Inc. v. Kremer, 403 F.3d 672, 679-80 (9th Cir. 2005).
Id at 674-75.
Id. at 679.
Id. at 679-80.
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noted that it was not commercial because the defendant was not providing
services that competed with the trademark holder.1 93
3. CommercialServices in PoliticalSpeech Covered by the Lanham Act

Some speech that political organizations engage in is commercial speech.194
The consensus between the circuits shows that the solicitation of donations,
except in the realm of campaigns, is considered commercial speech and, thus,
fits squarely within the scope of the Lanham Act.'9 5 The circuit courts have
also concluded that the use of another organization's trademark as an
organizational name, no matter the type of organization, falls within the
purpose of the Lanham Act to prevent consumer confusion.1 96
B. Pure PoliticalSpeech

Pure political speech-which is given the highest protection under the
Constitution 97-includes activities such as circulating a petition,'9 running
campaign commercials,1 99 and soliciting campaign donations. 200 Some courts,
however, are still split on whether the Lanham Act applies to pure political
speech.20 1
Organizations that use another's trademark as part of a communicative
message rather than as part of a name do not provide a service under the

193. Id.
194. See supra Part II.A. 1-2.
195. See supra Part II.A. 1.
196. See supra Part II.A.2.
197. Buckley v. Valeo, 424 U.S. 1, 14 (1976).
198. See Tax Cap Comm. v. Save Our Everglades, Inc., 933 F. Supp. 1077, 1078 (S.D. Fla.
1996).
199. Fed. Election Comm'n v. Wis. Right to Life, Inc., 551 U.S. 449, 481 (2007). As one
commentator has noted,
[P]oliticians who use commercial slogans in their campaigns deserve a high level of
protection because they are using them in their campaignsfor public office either in

express advocacy of their own election or in commentary on an issue of importance to
the voters who ultimately will elect the politician of their choice. This type of speech
unambiguously falls within the category of "pure political speech" ....
Smith, supra note 6, at 265.
200. Fed. Election Comm'n v. Colo. Republican Fed. Campaign Comm., 533 U.S. 431, 440
(2001) ("Spending for political ends and contributing to political candidates both fall within the
First Amendment's protection of speech and political association.").
201. Compare Browne v. McCain, 612 F. Supp. 2d 1125, 1131-33 (C.D. Cal. 2009)
(declining to dismiss a claim that the use of a song in a campaign advertisement violated the
Lanham Act), with Cellco P'ship v. Commc'n Workers of Am., No. 02-5542, 2003 WL
25888375, at *8 (D.N.J. Dec. 11, 2003) (holding that the Lanham Act did not apply to a slogan
used as pure political speech), and Tax Cap Comm. v. Save Our Everglades, Inc., 933 F. Supp.
1077, 1081 (S.D. Fla. 1996) (holding that circulating a petition is a "service" and "a part of the
political process" and not within the scope of the Lanham Act).
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1n Tax Cap

Committee v. Save Our Everglades, Inc., the court ruled that there was nothing

commercial about circulating a petition, especially when there was no attempt
to raise funds.203

In Cellco Partnership v. Communication Workers of

America, the court ruled that the use of a slogan was a service, but not
commercial speech.204 Similarly, the Sixth Circuit has held that a labor
union's services were not covered by the Lanham Act because "the Union's
purpose in distributing the flyers bearing the [plaintiffs trademark] was not to
advertise itself or its services, but to pressure an employer in a labor
dispute." 205
Federal courts recently eroded the distinction between pure political speech
and commercial services. 206 In Browne v. McCain, the defendant presidential
candidate created a campaign commercial that played the plaintiff s song in the
The plaintiff alleged false endorsement under §
background2.207
1125(a)(1)(a).20 8 The court denied the defendant's motion to dismiss,
proclaiming that "courts have recognized that the Lanham Act applies to
noncommercial (i.e., political) and commercial speech." 209 However, all of the
cases it cited concerned political organizations using the trademarks of others
as their own names.210 The Henley court also denied a motion to dismiss the
false-endorsement claim for using a song in an Internet campaign
advertisement, 2 11 relying primarily on Browne for support.212
1. PurePoliticalSpeech Is Not Within the Scope of the Lanham Act

The importance placed on the First Amendment is not without
justification-it is vital for a democracy to allow for the "unfettered
202.

See, e.g., Cellco P'ship, 2003 WL 25888375, at *8; Tax Cap Comm., 933 F. Supp. at

1081.
203. Tax Cap Comm., 933 F. Supp. at 1081. The organization was soliciting signatures for a
petition for multiple state constitutional amendments to be placed on the ballot. Id The plaintiff
claimed that the defendant's petition was the same as its petition and therefore violated the
Lanham Act. Id at 1078.
204. Cellco P'ship, 2003 WL 25888375, at *8-12. The defendant used a slogan similar to
that of the plaintiffs as part of a labor dispute and media campaign against the plaintiff. Id
205. WHS Entm't Ventures v. United Paperworkers Int'l Union, 997 F. Supp. 946, 951
(M.D. Tenn. 1998).
206. See Browne, 612 F. Supp. 2d at 1131; see also Henley v. DeVore, No. SACV 09-0481JVS, at *8 (C.D. Cal. July 8, 2009) (order denying defendants' motion to dismiss), available at
http://docs.justia.com/cases/federal/district-courts/califomia/cacdce/8:2009cv00481/442261/22/.
207. Browne, 612 F. Supp. 2d at 1128.
208. Id.atll3l.
209. Id.
210. Id. (citing United We Stand Am., Inc. v. United We Stand, Am. N.Y., Inc., 128 F.3d 86,
92 (2d Cir. 1997); MGM-Pathe Commc'ns Co. v. Pink Panther Patrol, 774 F. Supp. 869, 876
(S.D.N.Y. 1991)).
211. Henley, No. SACV 09-0481-JVS, at *8.
212. Id. at *4.
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interchange of ideas" 213 that will inform the public on a variety of issues.214 To
protect trademarks, the writers of the Lanham Act narrowed its scope so that it
would not violate the First Amendment.215 The Central Hudson intermediatescrutiny test governs misleading commercial speech,216 but regulation of
noncommercial speech is subject to strict scrutiny.217 Many commentators
have concluded that regulation of noncommercial speech is content-based
speech regulation.218 Therefore, the regulation must be narrowly tailored to
achieve a compelling government interest to be constitutional.m The language
of the Lanham Act is not narrowly tailored enough to protect the First
Amendment interests associated with noncommercial speech.220 To guarantee
213. N.Y. Times Co. v. Sullivan, 376 U.S. 254, 269 (1964) (quoting Roth v. United States,
354 U.S. 476, 484 (1957)).
214. Cf Smith, supra note 6, at 245 (arguing that trademark protections prevent consumer
misinformation and confusion).
215. See Semco, Inc. v. Amcast, Inc., 52 F.3d 108, 111 (6th Cir. 1995) ("'Commercial
speech' receives much narrower First Amendment protection than other speech, and the
Constitution does not protect deceptive or misleading commercial speech. The House, by so
restricting the section, intended to guarantee the constitutionality of the Lanham Act."); see also
Bosley Med. Inst., Inc. v. Kremer, 403 F.3d 672, 677 (9th Cir. 2005) ("As a matter of First
Amendment law, commercial speech may be regulated in ways that would be impermissible if the
same regulation were applied to noncommercial expressions."); Rebecca Tushnet, Trademark
Law as Commercial Speech Regulation, 58 S.C. L. REV. 737, 739 (2007) (stating that at its core,
the Lanham Act prohibits "commercial uses of words and symbols that are confusingly similar to
words and symbols used by other commercial entities").
216. Ramsey, supra note 95, at 425; see also Cent. Hudson Gas & Elec. Corp. v. Public Serv.
Comm'n, 447 U.S. 557, 566 (1980); supra note 93 (explaining the Central Hudson intermediate
scrutiny test).
217. Ramsey, supra note 95, at 442; see also Int'l Ass'n of Machinists & Aerospace Workers
v. Winship Green Nursing Ctr., 914 F. Supp. 651, 654 n.2 (D. Me. 1996) ("[T]he First
Amendment limits the application of trademark rights predominantly to uses of a mark that
constitute 'commercial speech': although it readily tolerates their application to 'commercial
speech,' it does not so readily tolerate their application to 'noncommercial' or 'communicative
speech."' (citing L.L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26, 29 (1st Cir. 1987))), aff'd,
103 F.3d 196 (1st Cir. 1996).
218. See Ramsey, supra note 95, at 442; Eugene Volokh, Freedom ofSpeech and Intellectual
Property: Some Thoughts After Eldred, 44 Liquormart, and Bartnicki, 40 Hous. L. REV. 697, 703,
707-13 (2003); see also Mark A. Lemley & Eugene Volokh, Freedom ofSpeech and Injunctions

in Intellectual Property Cases, 48 DUKE L.J. 147, 218-20 (1998) (noting that courts have
incorrectly classified some restraints as content-neutral).
219. Cal. Democratic Party v. Jones, 530 U.S. 567, 582 (2000).
220. See 134 CONG. REC. 31,851 (1988) (statement of Rep. Robert W. Kastenmeier). As
Representative Kastenmeier noted,
To avoid legitimate constitutional challenge, it was necessary to carefully limit the
reach of the subsection. Because section [I125(a)] will now provide a kind of
commercial defamation action, the reach of the section specifically extends only to
false and misleading speech that is encompassed within the "commercial speech"
doctrine developed by the United States Supreme Court.

Id. (emphasis added); see also Taubman Co. v. Webfeats, 319 F.3d 770, 774 (6th Cir. 2003)
("The Lanham Act is constitutional because it only regulates commercial speech, which is
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its constitutionality, the Lanham Act was only originally intended to regulate
commercial speech. 221
Further, the plain language of the Lanham Act only applies to commercial
speech2.222 The commercial overtones of language such as "in connection with
the sale, offering for sale, distribution or advertising of any goods or
services"223 can only lead to the conclusion that speech within the scope of the
Lanham Act must be a proposition to engage in a commercial transaction. 224
Though non-profit organizations can perform services, 225 only those services
that satisfy the Bolger factors,226 such as soliciting donations, are truly
commercial2.227 Simply making ideas available is not a commercial service; 228
if it were, then any action conducted by an organization on behalf of its
members could be deemed a service.229 Therefore, pure political speech is
outside the scope of the Lanham Act because the Act is limited only to
regulating commercial speech.
It is crucial to distinguish speech that is commercial from speech that is
purely political. However, courts have adopted a blanket approach that
considers all actions conducted by campaigns and political organizations
political speech.230 There is a difference between pure political speech and
political speech that contains commercial speech incidental to a political
entitled to reduced protections under the First Amendment."); Seven-Up Co. v. Coca-Cola Co.,
86 F.3d 1379, 1383 n.6 (5th Cir. 1996); Semco, Inc. v. Amcast, Inc., 52 F.3d 108, 111-12 (6th
Cir. 1995) (finding that the House restricted the applicability of the Lanham Act to ensure that it
would survive constitutional scrutiny).
221. See 134 CONG. REc. 31,851-52 (1988) (statement of Rep. Robert W. Kastenmeier).
222. See 15 U.S.C. § 1114(2006).
223. Id. I 1l4(l)(a).
224. See Huthwaite, Inc. v. Sunrise Assisted Living, 261 F.2d 502, 517 (E.D. Va. 2003)
(ruling that the commercial-use requirement in the Federal Trademark Dilution Act is "'virtually
synonymous' with the 'in connection with the sale, offering for sale, distribution, or advertising
of goods and services' requirement"); Utah Lighthouse Ministry v. Found. for Apologetic Info. &
Research, 527 F.3d 1045, 1052 (10th Cir. 2008) (holding that this language is considered to be a
commercial-use requirement).
225.

See Henry B. Hansmann, The Role of Non-profit Enterprise, 89 YALE L.J. 835, 872

(1980) (describing various types of services provided by non-profit organizations).
226.

See supra Part I.A.

227. See United We Stand Am., Inc. v. United We Stand, Am. N.Y., Inc., 128 F.3d 86, 90
(2d Cir. 1997).
228. See Lucasfilm Ltd. v. High Frontier, 622 F. Supp. 931, 934 (D.D.C. 1985).
229. Shakow, supra note 6, at 215 (discussing the dangers of allowing for absolute
exceptions under the First Amendment).
230. See, e.g., Browne v. McCain, 612 F. Supp. 2d 1125, 1131 (C.D. Cal. 2009). After citing
only two cases, the Browne court erroneously dismissed the commercial/noncommercial
distinction argument. Id. By failing to distinguish precedent based on the type of political speech
involved, courts have further muddled this legal issue and have exaggerated the circuit split.
Browne and Henley involved pure political speech, but the courts cited to cases including mixed
political and commercial speech. This led the Browne and Henley courts to reach incorrect
decisions.
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function:231 the latter is within the scope of the Lanham Act because it
proposes some form of "commercial transaction." 232
Inattention to detail by some courts has resulted in unsupported precedent in
In Browne, the United States District Court for the
Browne v. McCain.
Central District of California mistakenly held that the use of a song in a
campaign commercial fell within the scope of the Lanham Act.234 The
trademark was not used as a source identifier, but rather as part of the
campaign's communicative message. 23 5 This holding goes a step further than
prior cases by applying the Lanham Act to pure political speech.
III. CONGRESS MUST PROTECT TRADEMARKS IN THE POLITICAL ARENA

Although the Lanham Act should not apply to political speech, the
protection of trademarks in the political setting cannot be overlooked.
Trademarks are considered "extremely valuable property .

.

. [that] represent

enormous investments by trademark-owners in their corporate persona and
goodwill."236 If Congress left them unprotected,237it would lead to chaos and
Politicians typically use
result in substantial harm to the marketplace.
trademarks not for their content, but to benefit from the goodwill associated
with the trademark-goodwill that cost the trademark holders millions of
dollars to maintain.238 Companies and consumers have a substantial interest in
the protection of trademarks that outweighs the minimal benefit the public
239
In light of the
receives when politicians exploit the trademarks of others.
of
substantial harm that this causes to companies and consumers, the protection
240
trademarks should prevail over the First Amendment rights of politicians.
A. Congress Should Draft New Legislation to Regulate the Use of Trademarks
in PoliticalSpeech

Trademarks in the political arena need to be protected. Congress should
adopt trademark legislation that is similar to the Lanham Act. However,
regulation of political speech must satisfy strict scrutiny, as opposed to the
See supra Part II.
232. See Bolger v. Youngs Drug Prods. Corp., 463 U.S. 60, 66 (1983) (noting that speech
with a commercial element is quintessentially commercial).
233. See Browne, 612 F. Supp. 2d at 1131; see also supra Part I.C.2.
234. Browne, 612 F. Supp. 2dat 1131.
235. Id. at 1128.
236. Shakow, supra note 6, at 220; see also Park 'N Fly, Inc. v. Dollar Park & Fly, Inc., 469
U.S. 189, 198 (1985) ("National protection of trademarks is desirable ... because trademarks
foster competition and the maintenance of quality by securing to the producer the benefits of good
reputation.").
231.

237.
238.
239.

See Shakow, supra note 6, at 220.
See id. at 199.
Id at 220.

240. Id
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intermediate scrutiny that commercial speech regulations must satisfy.241 To
overcome the strict-scrutiny test, the legislation must be "narrowly tailored to
serve a compelling state interest."242
1. A Compelling Interest to Protect Trademarks in PoliticalSpeech

Drafting legislation that regulates political speech is a difficult task;243
however, it has been done in the past.244 There are two compelling
government interests that support regulating the use of trademarks in political
speech: (1) "protect[ing] the ability of consumers to identify and distinguish
among the activities of noncommercial entities," 245 and (2) preventing the
"substantial public and private harm" caused by consumer confusion. 246 These
compelling interests are similar to those interests underlying the Lanham
Act. 47 Because trademarks are so powerful248 and prevalent 249 in today's
society, the risk of confusion-regardless of the type of speech utilizing the
trademark-has increased.250
241. See supra Part II.B.1.
242. Cal. Democratic Party v. Jones, 530 U.S. 567, 582 (2000).
243. See, e.g., Citizens United v. Fed. Elections Comm'n, 130 S. Ct. 876, 913 (2010)
(striking down section 203 of the Bipartisan Campaign Reform Act of 2002, which restricted
corporations' independent expenditures in elections).
244. See, e.g., Miller v. California, 413 U.S. 15, 24 (1973) (holding that government
regulation of obscene political speech is constitutional). One commentator has even argued that
"[i]f political speech were wholly and absolutely protected against any kind of attack, and if
political speech were not subject to any kind of limitation, we would run a great danger of
encouraging the political exception to swallow the rule." Shakow, supra note 6, at 215.
245. Ramsey, supra note 95, at 444.
246. See Shakow, supra note 6, at 216-17 (summarizing 0. Lee Reed's harm-analysis
theory, stating that speech producing a "substantial public or private harm . . . [should] trump the
default First Amendment free speech protection"); see also Rogers v. Grimaldi, 875 F.2d 994,
999 (2d Cir. 1989) (finding in some cases that "the public interest in avoiding consumer
confusion outweighs the public interest in free expression").
247.

See S. REP. No. 79-1333, at 4 (1946), reprinted in 1946 U.S.C.C.A.N. 1274, 1275

(stating that the Lanham Act's goal is "to protect the public from deceit, to foster fair
competition, and to secure to the business community the advantages of reputation and good will
by preventing their diversion from those who have created them to those who have not").
248. See Shakow, supra note 6, at 220 ("There is a strong public interest in protecting
trademarks. Investment in trademarks by private companies serves to lower search costs for
consumers. In our information-saturated society, the function of effective and exclusive use of a
trademark is enormously valuable.").
249.

See

Elizabeth

Rosenblatt,

Rethinking the Parameters of Trademark Use

in

Entertainment,61 FLA. L. REV. 1011, 1030-33 (2009) (discussing how product placement, which
is predicted to become a "$7.55 billion [business in] 2010," is so prevalent that consumers
"believe that all marks appearing in entertainment are placed or licensed").
250.

Cf Mark P. McKenna, Trademark Use and the Problem of Source, 2009 U. ILL. L. REV.

773, 823 (2009). McKenna states that
[T]he modern marketplace abounds with licensing arrangements unimaginable in the
traditional trademark era. American Idol judges Simon Cowell, Paula Abdul, Randy
Jackson, and Kara DioGuardi spend each episode behind prominently placed Coca-
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2. DraftingNarrowly TailoredLegislation

In order for any legislation to regulate pure political speech, it must be
narrowly tailored. 1 With this in mind, the legislation should include three
mechanisms to meet this standard: (1) a clearly defined scope, (2) a
heightened-likelihood-of-confusion standard, and (3) an intent element. First,
the piece of legislation should clearly and specifically state which type of
speech is within its scope. This would require the legislation to include
detailed definitions of political speech and pure political speech.
Second, the legislation should expressly set the standard to cover only
trademark infringement that results in a substantial likelihood of consumer
confusion. 252 This standard would limit the legislation's scope from
encroaching on the First Amendment, but it would still provide a remedy for
those instances that are within the compelling government interest of
preventing consumer confusion and protecting consumers' ability to
distinguish between the sources of goods.
Third, an intent element should be incorporated into each cause of action
created by the new legislation.253 This element would be similar to the actualmalice standard in defamation law.254 This additional protection to political
Cola cups. As part of a relationship between General Motors and the producers of the
recently released Transformers movie, four GM vehicles have starring roles in the film:
the Chevrolet Camero, the Hummer H2, the GMC Topkick pick-up truck, and the
Pontiac Solstice convertible. Even start times are for sale: because of a promotional
arrangement with 7-Eleven, the Chicago White Sox have begun every home game since
the beginning of the 2007 season at 7:11 p.m.
Not surprisingly, in this legal and marketing context courts are finding it
increasingly difficult to rule out source signification in virtually any context. When
product placement is commonplace, can consumers ever be sure that the presence of a
branded product in a creative work does not reflect a licensing relationship? If the start
time of a baseball game indicates 7-Eleven's sponsorship, is it really possible to say
definitively that consumers would conclude that the presence of "Microsoft" in the title
of an article does not?
Id.
251. See supra Part II.B.l.
252. Cf RESTATEMENT (THIRD) OF UNFAIR COMPETITION § 20 reporter's note b, at 219
(1995) (noting that when a case involves "expressions of noncommercial speech entitled to broad
constitutional protection . . . courts [should] require more substantial evidence of confusion"
before imposing liability for infringement).
253. "Intent requirements help decrease the chilling effects of speech prohibitions because
they allow speakers to speak with confidence after a reasonable investigation." Tushnet, supra
note 215, at 755.
254. N.Y. Times Co. v. Sullivan, 376 U.S. 254, 279-80 (1964). The Court held that in order
for a public official to recover damages for defamation, he must prove "that the statement was
made with 'actual malice'-that is, with knowledge that it was false or with reckless disregard of
whether it was false or not." Id. The Court claimed that there is a privilege for criticismcitizens need to be able to criticize their government as a way to keep it in check. See id. at 28283. This privilege protects the press from intimidation by public officials. As Justice Louis
Brandeis wrote in his Whitney v. Californiaconcurrence:
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speech in a trademark infringement suit aligns with the purpose of the Lanham
Act-to avoid consumer confusion while not providing excessive monopolistic
rights to the trademark holder.2 55
These elements would protect the free speech rights of politicians by
providing them "breathing space" when dealing with speech highly protected
under the First Amendment. 6 The proposed legislation would have protected
McCain and DeVore; politicians' uses of artists' music would not be a
violation because they did not intend for the use of the music to cause
confusion. 257 Plaintiffs should not be able to chill political speech they
disagree with just because it might unintentionally cause consumer confusion.
Disagreeing with speech has never been a cause of action.258 Using the
Lanham Act as a tool to silence political speech is repulsive to the values and
principles upon which this nation was built. 59
However, the intentional use of a trademark in a political campaign should
be against the law, and the courts should provide some form of legal remedy.
In Mastercard v. Nader 2000 Primary Committee, Inc., the Ralph Nader

campaign took a slogan that has gained goodwill throughout the nation and
Those who won our independence believed . . . that public discussion is a political
duty; and that this should be a fundamental principle of the American government.
They recognized the risks to which all human institutions are subject. But they knew
that order cannot be secured merely through fear of punishment for its infraction; that it
is hazardous to discourage thought, hope and imagination; that fear breeds repression;
that repression breeds hate; that hate menaces stable government; that the path of safety
lies in the opportunity to discuss freely supposed grievances and proposed remedies;
and that the fitting remedy for evil counsels is good ones. Believing in the power of
reason as applied through public discussion, they eschewed silence coerced by lawthe argument of force in its worst form. Recognizing the occasional tyrannies of
governing majorities, they amended the Constitution so that free speech and assembly
should be guaranteed.
Whitney v. California, 274 U.S. 357, 375-76 (1927) (Brandeis, J., concurring).
255. See Park 'N Fly, Inc. v. Dollar Park & Fly, Inc., 464 U.S. 189, 207 (1983) (Stevens, J.,
dissenting).
256. Howard, supra note 49, at 172-73. By implementing an intent element into a prima
facie case, only politicians that intended to cause confusion could be found liable. This idea is
not foreign to courts. The Ninth Circuit has applied a form of an intent test. See Hoffman v.
Capital Cities/ABC, Inc., 255 F.3d 1180, 1186 (9th Cir. 2001) (ruling that a public-figure plaintiff
must show actual malice when noncommercial speech is involved); Eastwood v. Nat'l Enquirer,
123 F.3d 1249, 1256 (9th Cir. 1997) (holding that the editors of a magazine intended to give the
impression that Clint Eastwood agreed to the interview, even though they knew this was false).
The Hoffman court went on to say that if the speech was commercial, then no proof of actual
malice was required because commercial speech receives less protection. Hoffman, 255 F.3d at
1184.
257. See Defendant's Notice of Motion and Motion to Dismiss Under Rule 12(b)(6) of the
Federal Rules of Civil Procedure, supra note 130, at 2-3 (explaining that the songs were used as a
parody to attack the liberal policies of Senator Barbara Boxer and President Barack Obama).
258. Cf Texas v. Johnson, 491 U.S. 397, 414 (1989) (holding that the First Amendment
prohibits the government from censoring expression just because the public disagrees with it).
259. See Whitney, 274 U.S. at 375-76 (Brandeis, J., concurring).
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attempted to free ride off its value.260 Using famous slogans can attract the
attention of voters disinterested in politics and, therefore, be good for the
political process.261 However, the substantial harm caused is much more
important than the minimal public benefit that results. Therefore, campaigns,
like other entities, should be required to come up with their own creative
ideas262 and should not be allowed to free ride on the goodwill of others'
trademarks.
IV. CONCLUSION

The Lanham Act is vital to the protection of trademarks. However, to
protect the rights guaranteed to trademark owners, the burden for
demonstrating a prima facie claim of infringement was lessened. As a result,
Congress limited the Lanham Act's regulation of speech only to commercial
speech. Thus, the language of the Act contains commercial overtones. The
Lanham Act should not be expanded out of this scope to apply to pure political
speech, but that does not mean that the government lacks a compelling interest
to protect trademarks within that type of speech. Therefore, to protect the
interests of manufacturers and the consuming public, and also to protect pure
political speech, Congress should adopt legislation that is narrowly tailored and
specifically targeted at pure political speech to further those compelling
government interests.

260. MasterCard Int'l Inc. v. Nader 2000 Primary Comm., Inc., No. 00 Civ. 6068 (GBD),
2004 WL 434404, at *1 (S.D.N.Y. Mar. 8, 2004).
261. See Eileen Hintz Rumfelt, Comment, PoliticalSpeech: Priceless-Mastercardv. Nader
and the IntersectionofIntellectual Property and Free Speech, 55 EMORY L.J. 389, 421 (2006).
262. See Shakow, supra note 6, at 221-22. Candidates just as effectively can create and
utilize their own slogans rather than appropriating them from companies. Barack Obama's 2008
presidential campaign had great success with the "Change We Can Believe In" slogan. John
Quelch, How Better Marketing Elected Barack Obama, HARV. BUS. REv. (Nov. 5, 2008, 11:40
AM), http://blogs.hbr.org/quelch/2008/ 1/how better-marketing elected b.html. There was no
need for presidential candidate Bob Dole to rip off the Nike slogan and use "Just Don't Do It" as
a catchphrase on the campaign trail to describe his War on Drugs policy. See Shakow, supra note
6, at 199. It was equally unnecessary for Ralph Nader to copy the Mastercard commercial slogan
for his campaign. See MasterCardInt'l Inc., 2004 434404, at * 1.

